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DETAILED ACTION 

Response to Amendment 

1. This action is responsive to an amendment filed on 1 1/16/05. Claims 1-7, 9-1 1, 13-29 and 
31-49 are pending. Claims 8, 12 and 30 have been cancelled. 

Response to Arguments 

2. Applicant's arguments filed on 1 1/16/05 have been fully considered but are moot in view 
of the new ground(s) of rejection which is deemed appropriate to address all of the needs at this 
time. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. The factual inquiries set forth in Graham x. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
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evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claims 1-7, 9-11, 13, 16, 17, 19-29, 3 1, 34, 35, 42 and 45-47 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Dahlen (U.S. Patent No. 5,870,454) in view of Rodriguez et 
al. (U.S. Pub. No. 2002/0067806). 

Regarding claims 1 and 20, Dahlen teaches receiving a message intended for the 
receiving party (col. 6, lines 61-65). 

However, Dahlen does not specifically teach "determining whether the message should 
be delivered to the receiving party''. Rodriguez teaches determining a priority for the message for 
the subscriber (abstract; page no. 1 , paragraphs 0012-0013, page no. 2, paragraph 0028; 'a priority 
for the message for the subscriber' reads on the claim 'whether the message should be delivered 
to the receiving party'). Thus, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Dahlen to allow determining whether the message should 
be delivered to the receiving party as taught by Rodriguez. The motivation for the modification is 
to have doing so in order to transmit the message to the intended recipient. 

Dahlen further teaches translating the message from a source format to message text, 
wherein the translating includes translating one or more message attachments into attachment 
text(col.6, lines 5-32, col.7, lines 10-25). 
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Dahlen further teaches digital text message to an audible message (col.9, lines 17, 1 8) and 
mobile radio device (fig. 1 , item 100E). However, Dahlen does not specifically teach converting 
the digital text message to an audible message when the message should be delivered to the 
receiving party. Rodriguez teaches converting the digital text message to an audible message 
when the message should be delivered to the recipient (page no. 2, paragraph 0028; 'digital text 
message' reads on the claim 'message' and 'recipient 5 reads on the claim 'receiving party'). 
Thus, it would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify Dahlen to incorporate converting the digital text message to an audible message 
when the message should be delivered to the receiving party as taught by Rodriguez. The 
motivation for the modification is to have doing so in order to deliver the message to the 
intended recipient in required format. 

Dahlen further teaches determining a date or time at which the audible message should be 
delivered (col. 7, lines 45-54, col.9 5 lines 61-67). 

Dahlen further teaches initiating a telephony call to the receiving party at the determined 
date or time (col. 7, line 45- col. 8, line 29, lines 42-53, col.9, lines 61-67, col. 10, lines 11-48). 

Dahlen further teaches delivering the message audible message to the subscriber during 
the telephony call (col. 8, lines 42-53, col.9, lines 61-67, col. 10, lines 11-48). 

Regarding claims 2 and 22, Dahlen teaches obtaining user profile data that identifies at 
least one criterion for when messages should be delivered to the receiving party (col. 7, lines 45- 
54, col.9, lines 61-67). 
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Regarding claims 3, 23 and 45, Dahlen teaches the user profile data including data 
identifying at least one of a message type (col. 3, lines 34-47, col. 4, lines 17-25, col. 7, lines 45- 
54, col. 9, lines 61-67). 

Regarding claims 4 and 24, Dahlen teaches testing the message against the user profile 
data (col. 7, lines 45-54). 

However, Dahlen does not specifically teach "determining that the message should be 
delivered when the message passes the test". Rodriguez teaches determining that the message 
should be forwarded when the decision is made regarding forwarding address (page no. 4, 
paragraphs 0037-0041; 'forwarded' reads on the claim 'delivered' and 'the decision is made 
regarding forwarding address' reads on the claim 'the message passes the test'). Thus, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Dahlen to allow determining that the message should be delivered when the message 
passes the test as taught by Rodriguez. The motivation for the modification is to have doing so in 
order to deliver the message to the intended recipient after checking the subscriber's preference. 

Regarding claims 5-7, 25-27, 46 and 47, Dahlen does not specifically teach monitoring a 
message server for arrival of new messages intended for the receiving party, wherein monitoring 
a message server includes periodically checking the message server for new messages and 
receiving a notification from the message server whenever a new message arrives. Rodriguez 
teaches monitoring a message server for arrival of new messages intended for the receiving 
party, wherein monitoring a message server includes periodically checking the message server 
for new messages and receiving a notification from the message server whenever a new message 
arrives (fig. IB; page no. 2, paragraph 0027). Thus, it would have been obvious to one of ordinary 
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skill in the art at the time the invention was made to modify Dahlen to incorporate monitoring a 
message server for arrival of new messages intended for the receiving party, wherein monitoring 
a message server includes periodically checking the message server for new messages and 
receiving a notification from the message server whenever a new message arrives as taught by 
Rodriguez. The motivation for the modification is to have doing so in order to deliver 
notification for an urgent message to an intended recipient. 

Regarding claim 9 is rejected for the same reasons as discussed above with respect to 
claim 1. Furthermore, Dahlen teaches a text-to-speech translator (fig. 1 , item 80). 

Regarding claims 10 and 28, Dahlen teaches creating an envelope from at least one of a 
From, To, Subject, or Date header field corresponding to the message (col. 6, lines 51-60, col. 7, 
line 45-47). 

Regarding claims 1 1 and 29, Dahlen fails to teach "translating the message text and the 
envelope into an audible message". Rodriguez teaches translating the digital text message to an 
audible message (page no. 2, paragraph 0028, page no. 4, paragraphs 0036; 'digital text message' 
reads on the claim 'the message text and the envelope 5 ). Thus, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify Dahlen to allow 
translating the message text and the envelope into an audible message as taught by Rodriguez. 
The motivation for the modification is to have doing so in order to deliver a message in a format 
compatible to an intended recipient. 

Regarding claims 13 and 31, Dahlen teaches translating the message text and attachment 
text to an audible message (col. 10, lines 1-17). 
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Regarding claim 16, Dahlen fails to teach "determining whether the telephony call reaches 
the receiving party". Rodriguez teaches determining whether the recipient is available (page 
no. 2-3, paragraphs 0028-0029; 'the recipient is available 5 reads on the claim 'telephony call 
reaches the receiving party'). Thus, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to modify Dahlen to allow determining whether the telephony 
call reaches the receiving party as taught by Rodriguez. The motivation for the modification is to 
have doing so in order to provide the indication whether the recipient is available. 

Dahlen further fails to teach "retrying the telephony call a predetermined number of times 
if the telephony call fails to reach the receiving party". Rodriguez teaches attempting to contact 
the recipient again if the recipient is unavailable for a period of time to elapse (page no. 2-3, 
paragraph 0029; 'attempting to contact the recipient again' reads on the claim 'retrying the 
telephony call a predetermined number of times' and 'the recipient is unavailable for a period of 
time to elapse' reads on the claim 'the telephony call fails to reach the receiving party'). Thus, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Dahlen to allow retrying the telephony call a predetermined number of times if the 
telephony call fails to reach the receiving party as taught by Rodriguez. The motivation for the 
modification is to have doing so in order to make several attempts to contact the subscriber. 

Regarding claims 17 and 35 are rejected for the same reasons as discussed above with 
respect to claim 16. Furthermore, Dahlen fails to teach "initiating a second telephony call to an 
alternate telephone number if the telephony call fails to reach the receiving party". Rodriguez 
teaches attempting to contact the recipient again if the recipient is unavailable for a period of 
time to elapse (abstract; page no. 2-3, paragraph 0029; 'attempting to contact the recipient again' 
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reads on the claim 'initiating a second telephony call to an alternate telephone number' and 'the 
recipient is unavailable for a period of time to elapse' reads on the claim 'the telephony call fails 
to reach the receiving party'). Thus, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to modify Dahlen to allow initiating a second telephony call 
to an alternate telephone number if the telephony call fails to reach the receiving party as taught 
by Rodriguez. The motivation for the modification is to have doing so in order to make alternate 
routing to contact the subscriber. 

Regarding claim 19 is rejected for the same reasons as discussed above with respect to 
claims 1, 2 and 4. 

Regarding claims 21, Dahlen teaches that the target format is a text format (col. 6, lines 5- 
32, col. 7, lines 10-25). 

Regarding claim 34 is rejected for the same reasons as discussed above with respect to 
claims 16 and 17. 

Regarding claim 42 is rejected for the same reasons as discussed above with respect to 
claims 1 and 5. Furthermore, Dahlen teaches prior to monitoring messages, interacting with a 
user to generate a user profile that identifies at least one message criterion that indicates when 
the messages should be delivered to the user (col. 6, lines 51-65). 

7. Claims 14, 15, 32 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dahlen (U.S. Patent No. 5,870,454) in view of Rodriguez et al. (U.S. Pub. No. 2002/0067806) 
further in view of Tullis et al. (U.S. Patent No. 5,802,314). 

Regarding claims 14 and 32, Dahlen in view of Rodriguez fails to teach "generating a 
description of the one or more message attachments when the one or more message attachments 
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are not convertible into text". Tullis teaches generating a description of the one or more file 
attachments when the one or more file attachments are not convertible into the text (col. 20, lines 
30-45; 'file attachments' reads on the claim 'message attachments'). Thus, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify Dahlen in 
view of Rodriguez to allow generating a description of the one or more message attachments 
when the one or more message attachments are not convertible into text as taught by Tullis. The 
motivation for the modification is to have doing so in order to deliver the description of 
unconvertible message. 

Regarding claims 15 and 33 are rejected for the same reasons as discussed above with 
respect to claim 13. Furthermore, translating the generated description into the audible format 
(col. 10, lines 11-17). 

8. Claims 18, 36, 43 and 44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dahlen (U.S. Patent No. 5,870,454) in view of Rodriguez et al. (U.S. Pub. No. 2002/0067806) 
further in view of Fortman et al. (U.S. Patent No. 5,987,100). 

Regarding claims 18 and 36 are rejected for the same reasons as discussed above with 
respect to claim 1. Furthermore, Dahlen teaches authenticating the calling party based on at least 
one of a user identifier, a personal identification number, or a password and delivering message 
to a called party (fig. 2 A, item 234; col. 4, lines 26-39, col.5, lines 40-44, col. 8, lines 42-53, col.9, 
lines 61-67, col. 10, lines 11-48). 

However, Dahlen in view of Rodriguez does not specifically teach authenticating the 
receiving party based on at least one of a user identifier, a personal identification number, or a 
password and transmitting the audible message to the receiving party after successfiil 
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authentication of the receiving party. Fortman teaches checking [i.e., authenticating] the 
subscriber [i.e., receiving party] based on the identity [i.e., at least one of a user identifier, a 
personal identification number, or a password] and notifying [i.e., transmitting the audible 
message] the subscriber after successful authentication of the subscriber (col.8, lines 33-38). 
Thus, it would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify Dahlen in view of Rodriguez to incorporate authenticating the receiving party 
based on at least one of a user identifier, a personal identification number, or a password as well 
as transmitting the audible message to the receiving party after successful authentication of the 
receiving party as taught by Fortman. The motivation for the modification is to have doing so in 
order to validate the identity of a particular user and deliver a particular message to the 
authenticated user. 

Regarding claim 43 is rejected for the same reasons as discussed above with respect to 
claim 18. Furthermore, Dahlen in view of Rodriguez does not specifically teach validating the 
user identification and password data with the message server. Fortman teaches checking [i.e., 
validating] the subscriber identity [i.e., user identification and password data] with the mailbox 
[i.e., message server] (col.8, lines 31-38), Thus, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify Dahlen in view of Rodriguez to 
incorporate validating the user identification and password data with the message server as 
taught by Fortman. The motivation for the modification is to have doing so in order to 
authenticate the identity of a particular user to deliver a particular message from a message 
storage. 
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Regarding claim 44, Dahlen does not specifically teach "determining whether the logon 
is successful". Rodriguez teaches determining if the correct code is entered (page no. 3, paragraph 
0033; 'if the correct code is entered' reads on the claim 'whether the logon is successful'). Thus, 
it would have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Dahlen to allow determining whether the logon is successful as taught by Rodriguez. 
The motivation for the modification is to have doing so in order to determine the subscriber of 
the mailbox. 

Dahlen in view of Rodriguez further does not specifically teach attempting to logon to the 
message server using the user identification and password data. Fortman teaches attempting to 
logon to the mailbox using the subscriber identity (col. 8, lines 31-38). Thus, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify Dahlen in 
view of Rodriguez to incorporate attempting to logon to the message server using the user 
identification and password data as taught by Fortman. The motivation for the modification is to 
have doing so in order to retrieve a message from a secured message storage. 
9. Claims 37-40, 48 and 49 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dahlen (U.S. Patent No. 5,870,454) in view of Tullis et al. (U.S. Patent No. 5,802,314). 

Regarding claim 37, Dahlen teaches receiving a message intended for the receiving party, 
the message including one or more message attachments (col. 6, lines 5-32, 61-65, col.7, lines 10- 
25). 

However, Dahlen does not specifically teach "determining whether one or more message 
attachments are convertible into a target format". Tullis teaches determining whether one or 
more file attachments are convertible into a text (col. 20, lines 30-45; Tile attachments' reads on 
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the claim 'message attachments' and 'text' reads on the claim 'target format 5 ). Thus, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Dahlen to allow determining whether one or more message attachments are convertible 
into a target format as taught by Tullis. The motivation for the modification is to have doing so 
in order to verify whether the message attachments are convertible. 

Dahlen further fails to teach "generating a description of the one or more message 
attachments when the one or more message attachments are not convertible into the target 
format". Tullis teaches generating a description of the one or more file attachments when the one 
or more file attachments are not convertible into the text (col.20, lines 30-45; Tile attachments' 
reads on the claim 'message attachments' and 'text' reads on the claim 'target format'). Thus, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Dahlen to allow generating a description of the one or more message attachments when 
the one or more message attachments are not convertible into the target format as taught by 
Tullis. The motivation for the modification is to have doing so in order to deliver the description 
of unconvertible message. 

Dahlen further teaches initiating a voice call to the receiving party at a predetermined 
date and time identified by the receiving party (col.7, line 45- col. 8, line 29, lines 42-53, col. 9, 
lines 61-67, col. 10, lines 11-48). 

Dahlen further teaches delivering the audible message to the subscriber during the phone 
call (col. 8, lines 42-53, col. 9, lines 61-67, col. 10, lines 11-48). 

However, Dahlen further fails to teach "the generated description". Tullis teaches the 
generated description (col.20, lines 40-45). Thus, it would have been obvious to one of ordinary 
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skill in the art at the time the invention was made to modify Dahlen to incorporatew the 
generated description as taught by Tullis. The motivation for the modification is to have doing so 
in order to deliver a status of unconvertible message. 

Regarding claim 38, Dahlen teaches calling the interacting with a message server to 
obtain the message (col. 10, lines 19-48). 

Regarding claim 39 is rejected for the same reasons as discussed above with respect to 
claim 42. 

Regarding claim 40, Dahlen teaches converting the message from a source format to an 
audible format (col. 10, lines 1-17). 

Regarding claim 48 is rejected for the same reasons as discussed above with respect to 
claim 37. Furthermore, Dahlen teaches the message including a message portion and one or more 
attachments in a source format (col. 6, lines 5-32, col. 10, lines 1-17). 

Regarding claim 49, Dahlen teaches that the telephony device includes one of a wireline 
and wireless communication device (fig. 1). 

10. Claim 41 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dahlen (U.S. 
Patent No. 5,870,454) in view of Tullis et al. (U.S. Patent No. 5,802,314) and further in view of 
Rodriguez et al. (U.S. Pub. No. 2002/0067806). 

Regarding claim 41 is rejected for the same reasons as discussed above with respect to 
claims 1. 

Conclusion 

11. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 
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Rhee (US 2002/0052218) teach Network-based system and method for supporting 
communications between a sender and a receiver upon requests of the receiver; and 
Huna (US 6,944,273) teach Apparatus and method for future transmission of device- 
independent messages. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Md S. Elahee whose telephone number is (571) 272-7536. The 
examiner can normally be reached on Mon to Fri from 8:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



MD SHAFIUL ALAM ELAHEE 
February 6, 2006 
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